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in. Remarks 

Applicants respectfully request reconsideration of this application in view of the above 
amendments and the following remarks. 

i ! 

. 1. Status of the Claims ] 

Claims 72-81 are currently pending for examination on the merits in this application. 

2. Summary of the Amendments I 
Claim 72 has been amended to incorporate the specific values recited for R 15 , R^jR 22 , 

R 23 , R 24 , R 25 , n,xY and Z into the chemical structure of formula II. As a result, the previbus 
definitions for R 15 , R 21 , R 22 , R 23 , R 24 , R 25 , n, x Y and Z found in Claim 72 have been deleted. 
Additionally, in view of the amendment to Claim 72 in which "Z" has been replaced with; 1 
Claims 77and 78 have been amended to replace the phrase "R b and Z form" with "-R b -H 

I 

These amendments are being made entirely for cosmetic reasons and are not beingj made 
to satisfy any requirement for patentability. Entry of these amendments is respectfully requested. 

3. Obviousness-Type Double Patenting 

Claim 72 has been rejected under the judicially-created doctrine of obviousness-tyjpe 
double patenting in view of Claim 1 of U.S. Patent No. 6,444,786 Bl; or Claim 6 of U.S. Patent 
No. 6,620,781 B2. In response, Applicants are submitting herewith terminal disclaimers ijn 
compliance with 37 C.F.R. §1 .321(c). Accordingly, these rejections may be withdrawn. \ 

Applicants note that the filing of a terminal disclaimer to obviate a rejection based on 
nonstatutory double patenting is not an admission of the propriety of the rejection. Quad \ 
Environmental Technologies Corp. v. Union Sanitary District, 946 F.2d 870, 20 USPQ2dj 1392 
(Fed. Cir. 1991). Specifically, the courts have indicated that the "filing of a terminal disclaimer 
simply serves the statutory function of removing the rejection of double patenting, and raises 
neither a presumption nor estoppel on the merits of the rejection." 

i 

4. Rejections Under 35 U.S.C. $112. Second Paragraph 

i 

Claims 72-81 have been rejected under 35 U.S.C. §112, second paragraph, as beinjg 

i 

indefinite for allegedly failing to particularly point out and distinctly claim the subject matter 
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which Applicants regard as the invention. Specifically, the Examiner has indicated that, in 
Claim 72, R 22 , R 23 , R 24 and R 25 can only represent one substituent and not a variable, and j 
therefore, the Examiner has indicated that the structure should be amended to show the specific 
values for these substituents. 

In response, Applicants first note for the record that the present claims meet the 
requirements of 35 U.S.C. §112, second paragraph, because there is absolutely no ambiguity or 
uncertainty about what is being claimed in Claim 72 as present presented. However, in ofder to 
expedite the allowance of this application, Applicants have amended the chemical structure of 
formula II in Claim 72 to incorporate the specific values for R 15 , R 21 , R 22 , R 23 , R 24 , R 25 , njx Y 
and Z. Accordingly, this obj ection may be withdrawn. 



5. Conclusion 

Reconsideration of this application in view of the above amendments and remarks? is 
respectfully requested. Should there be any issues regarding this application that can be resolved 
by telephone, the Examiner is respectfully requested to telephone the undersigned attorney at 
(650) 808-6406. j 

Respectfully submitted, 
Theravance, Inc. 



Date: January _^J_, 2005 
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